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Paul W. Sweeney, Jr., Esq. (SBN #112511) 
paul.sweeney@klgates.com 
Dennis M. P. Ehling, Esq. (SBN #168892) 
dennis.ehling@klgates.com 
Christopher J. Kondon, Esq. (SBN#172339) 
christopher.kondon@klgates.com 
K&L GATES LLP 
10100 Santa Monica Boulevard 
Seventh Floor 
Los Angeles, California 90067 
Telephone:  (310) 552-5000 
Facsimile:  (310) 552-5001 
 
 
Carol A. Genis, Esq.  (Pro Hac Vice Pending) 
carol.genis@klgates.com 
Abram I. Moore, Esq.  (Pro Hac Vice Pending) 
abe.moore@klgates.com 
K&L GATES LLP 
Three First National Plaza  
70 West Madison Street, Suite 3100 
Chicago, Illinois  60602-4207 
Telephone:  (312) 372-1121 
Facsimile:   (312) 827-8175 
 
Attorneys for Plaintiff 
RML JACKSON, LLC 

UNITED STATES DISTRICT COURT 
CENTRAL DISTRICT OF CALIFORNIA 

 
 
RML JACKSON, LLC, a California 
limited liability company, 
 
  Plaintiff, 
 
 v. 
 
EXCELLED SHEEPSKIN & 
LEATHER COAT CORPORATION,  
 
  Defendant. 
 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
CASE NO. CV09-07823 DSF (CWx)
 
FIRST AMENDED COMPLAINT 
FOR DECLARATORY RELIEF 
 
DEMAND FOR JURY TRIAL  
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Plaintiff RML JACKSON, LLC (“RML” or “Plaintiff”), by and through its 

attorneys, hereby complains against the Defendant EXCELLED SHEEPSKIN & 

LEATHER COAT CORPORATION as follows:  

JURISDICTION AND VENUE  

1. Plaintiff’s claims arise under the Trademark Act of 1946, 15 U.S.C. § 

1051, et seq. (the “Lanham Act”).  This Court has subject matter jurisdiction over the 

claims in this action which relate to trademark infringement and false designation of 

origin pursuant to the provisions of 28 U.S.C. §§ 1331, 1332, and 1338 and 15 U.S.C. 

§ 1121 and declaratory relief pursuant to 28 U.S.C. §§ 2201 and 2202.   

2. On information and belief, this Court has personal jurisdiction over 

Defendant because Defendant’s activities in this state and in this judicial district are 

substantial, continuous and systematic, as Defendant offers its products for sale 

throughout this state and this judicial district.  On information and belief, Defendant 

has purposefully availed itself of the privilege of conducting business in this state.  

Further, Plaintiff’s claims arise from Defendant’s activities in this state and this 

judicial district, including Defendant’s marketing and sales efforts in this state and 

judicial district and Defendant’s threats directed at Plaintiff in this state and this 

judicial district. 

3. Venue is proper in this judicial district pursuant to 28 U.S.C. § 1391(b) 

because a substantial part of the events or omissions giving rise to Plaintiff’s claims 

occurred in this district.  
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NATURE OF ACTION  

4. This is an action for declaratory relief under the Lanham Act and the 

Federal Declaratory Judgment Act, 28 U.S.C. §§ 2201-02, brought for the purpose of 

resolving an actual controversy between the parties and seeking the remedies and 

relief provided in 28 U.S.C. §§ 2201-02 and 15 U.S.C. § 1051 et seq.   

5. This controversy arises from Defendant’s cease and desist letter dated 

June 10, 2009 and filing of a trademark opposition proceeding with the Trademark 

Trial and Appeal Board against Plaintiff’s approved trademark applications (Serial 

Nos. 77/713,053 and 77/713,054), asserting that Plaintiff’s intended use and 

registration of the trademarks BORN ROGUE and BORNROGUE in connection with 

various articles of clothing will result in consumer confusion, mistake or deception as 

to the source of origin of the parties’ respective clothing products.  To preserve and 

protect Plaintiff’s ongoing business concerns, Plaintiff respectfully requests that the 

Court enter a judgment finding that use by Plaintiff of the trademarks BORN ROGUE 

and BORNROGUE does not rise to an actionable violation of Defendant’s alleged 

rights.   

THE PARTIES  

 6. Plaintiff is a California limited liability company, with a principal place 

of business located at 8899 Beverly Boulevard, Suite 510, West Hollywood, 

California, 90048.  Plaintiff is, and at all times mentioned herein was, qualified to do 

business in California.  Plaintiff is a wholly-owned subsidiary of Relativity Media 
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LLC (“Relativity”), a California limited liability company engaged in the business of 

producing, financing and distributing motion pictures and providing entertainment and 

merchandising goods and services in connection therewith throughout the United 

States and, specifically, within the jurisdiction of this Court.  Plaintiff is a holding 

company which owns certain of Relativity’s and its other wholly-owned subsidiaries’ 

intellectual property, including but not limited to the marks BORN ROGUE and 

BORNROGUE.    

7. Defendant is a corporation organized under the laws of the State of New 

Jersey.  Upon information and belief, at all times relevant hereto, Defendant has been 

engaged in the business of manufacturing and distributing clothing products, including 

within this judicial district.  

ALLEGATIONS COMMON TO ALL CAUSES OF ACTION  

8. Relativity is an independent media and entertainment conglomerate and a 

prolific industry leader in motion picture production, financing and distribution.  To 

date, Relativity has committed to, produced and/or financed more than 200 studio-

quality motion pictures, including films such as Atonement, American Gangster, 3:10 

to Yuma, Mama Mia!, Hancock, Charlie Wilson’s War and Public Enemies.   In 

addition to the business of producing, financing and distributing motion pictures, 

Relativity is also engaged in merchandising goods and services throughout the United 

States.   
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9. In December 2008, Relativity, through its subsidiary, Relativity Rogue, 

LLC (“Relativity Rogue”), acquired ROGUE PICTURES from NBC Universal and its 

affiliates.  Plaintiff, along with Relativity Rogue and certain other wholly-owned 

subsidiaries of Relativity form Relativity’s “Rogue Division” (these parties are 

collectively referred to herein as the “Rogue Division”).  Relativity’s Rogue Division 

has at least seventeen major motion pictures in its film library and many more in 

development and/or various states of production.  These films include The Strangers, 

The Unborn, a remake of Last House on the Left and Fighting.  

10. Through its acquisition of ROGUE PICTURES, Relativity Rogue also 

acquired the trademark ROGUE PICTURES for use in connection with entertainment 

services.  Relativity Rogue and Relativity Rogue’s predecessor-in-interest, NBC 

Universal and affiliates, have used the ROGUE PICTURES mark since at least as 

early as October 1, 1998 and has enjoyed continuous and exclusive use of the ROGUE 

PICTURES mark since that time.  Indeed, Relativity Rogue owns a federal trademark 

registration for the mark ROGUE PICTURES (Reg. No. 2,531,913) for use in 

connection with “entertainment services, namely, production and distribution of 

audiovisual works, namely, full length motion picture films; production and 

distribution of audiovisual works, namely, full length motion picture films; production 

and distribution of audiovisual works, namely, full length motion picture films, for 

television, cable and theatrical release.”  A true and correct copy of a printout from the 

United States Patent and Trademark Office (“USPTO”) evidencing Plaintiff’s federal 
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trademark registration for the ROGUE PICTURES mark is attached hereto as Exhibit 

1. 

11. The ROGUE PICTURES mark is well-known and famous.  From the 

highly successful ROGUE PICTURES label (which has generated more than $500 

million at the world-wide box office) and adding to the interactivity with 

entertainment, pop culture and fashion, Relativity’s Rogue Division, including 

Plaintiff, are working in concert to launch and market ROGUE, the next-generation 

lifestyle brand. 

12. As part of the development of the ROGUE lifestyle brand, on April 13, 

2009 Plaintiff applied to register the trademark BORN ROGUE (Appl. No. 

77/713,053) and BORNROGUE (Appl. No. 77/713,054) with the USPTO for use in 

connection with various articles of clothing.  A true and correct copy of printouts from 

the USPTO evidencing Plaintiff’s federal trademark applications for the BORN 

ROGUE and BORNROGUE marks are attached hereto as Exhibit 2.   On June 15, 

2009, these applications were approved by the USPTO for publication without citation 

to any third party mark, including any mark owned or purported to be owned by 

Defendant.  

13. On June 10, 2009, long after the registration of the ROGUE PICTURES 

mark, and long after the ROGUE PICTURES mark became incontestable pursuant to 

15 U.S.C. § 1065, Defendant sent a cease and desist letter to Plaintiff claiming that it 

owned certain trademarks and that Plaintiff’s intended use and attempted registration 
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of the term “BORN ROGUE” would be likely to cause confusion, mistake or 

deception among prospective purchasers.  In that letter, Defendant demanded that 

Plaintiff “immediately abandon its applications and refrain from any use of ROGUE 

and any similar names or marks including marks incorporating ROGUE such as 

BORN ROGUE.”  In addition, Defendant demanded a reply within ten days of 

Plaintiff’s receipt of the letter.  A true and correct copy of the June 10, 2009 letter is 

attached hereto as Exhibit 3.  

14. Upon information and belief, Defendant purports to own the following 

federal trademark registrations and application (all of which allege a first use date 

SUBSEQUENT to the first use of Plaintiff’s ROGUE PICTURES mark):  

TRADEMARK APPL/REG. 
NO. 

REG. DATE GOODS 

ROGUE LEATHER 
BY REILLY 
OLMES 

2,790,074 12/09/2003 Men's, women's and 
children's clothing made 
in whole or in 
substantial part of 
leather, namely, coats, 
vests, shirts and pants 

REILLY OLMES 
ROGUE LEATHER 

2,815,985 02/24/2004 Men's, women's and 
children's clothing made 
in whole or in 
substantial part of 
leather, namely, coats, 
vests, shirts and pants 

ROGUE 3,260,143 07/10/2007 Footwear  
ROGUE 3,346,559 12/04/2007 Men's, ladies' and 

children's clothing, 
namely, coats, jackets, 
vests, shirts and pants 

ROGUE 77/706,222 Filed: 
04/03/2009 

Hats 

Case 2:09-cv-07823-DSF-CW   Document 19    Filed 12/16/09   Page 7 of 54



 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

 
8

True and correct copies of printouts from the USPTO evidencing Defendant’s federal 

trademark registrations and application are attached hereto as Exhibit 4 (collectively 

referred to as the “ Defendant’s Marks”).   

15. Plaintiff’s BORN ROGUE and BORNROGUE applications were 

published for opposition on July 21, 2009.  On July 28, 2009, Defendant filed a Notice 

of Opposition against Plaintiff’s BORN ROGUE and BORNROGUE marks 

(Opposition No. 91191251), alleging a likelihood of confusion with its U.S. Federal 

Registration Nos. 2,790,074; 2,815,985; and 3,346,559, and also alleging deception 

and a false suggestion of connection between Plaintiff’s BORN ROGUE and 

BORNROGUE marks and Defendant.  A true and correct copy of Defendant’s Notice 

of Opposition is attached hereto as Exhibit 5. 

16. Plaintiff has not yet used the BORN ROGUE and BORNROGUE marks 

in commerce in connection with clothing products but is in the final stages of 

development. 

17. Plaintiff’s BORN ROGUE and BORNROGUE marks and the 

Defendant’s Marks are distinct in sound, appearance, and meaning as applied to their 

respective goods and are not likely to be confused or mistaken, particularly given 

Plaintiff’s association with Relativity Rogue’s well known and incontestable ROGUE 

PICTURES mark, which has priority over the Defendant’s Marks.   
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CLAIM FOR RELIEF  

(Declaratory Judgment In Favor of Plaintiff And Against Defendant’s Claims  
of Trademark Infringement, Dilution of Trademark, and/or Federal Unfair 

Competition) 

18. Plaintiff restates and incorporates by reference Paragraphs 1 - 17 as if set 

forth fully herein. 

19. Defendant sent a cease and desist letter to Plaintiff on June 10, 2009 

alleging trademark infringement against Plaintiff and demanding that Plaintiff 

immediately abandon its applications and refrain from any use of the BORN ROGUE 

mark.  In addition, Defendant has initiated an opposition proceeding against Plaintiff’s 

applications for the BORN ROGUE and BORNROGUE marks, alleging a likelihood 

of confusion, deception and a false suggestion of a connection between Plaintiff’s 

BORN ROGUE and BORNROGUE marks and Defendant.  Based upon these 

allegations, Defendant threatened to prevent Plaintiff from using and registering the 

BORN ROGUE and BORNROGUE marks and to “pursue all of the remedies 

afforded by law” to protect Defendant’s alleged rights in the Defendant’s Marks. 

20. Defendant’s threats, invoking the language of trademark infringement, 

trademark dilution and unfair competition, have given Plaintiff a reasonable 

apprehension that Defendant will sue Plaintiff for trademark infringement under 

Section 32(1) of the Lanham Act, 15 U.S.C. § 1114(1), for trademark dilution under 

Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c), and/or for unfair competition 

under Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a) if Plaintiff continues its 
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10

activities, including using and promoting its BORN ROGUE and BORNROGUE 

marks. 

21. Plaintiff’s activities do not constitute trademark infringement, trademark 

dilution or unfair competition and Defendant is not entitled to relief based on 

Plaintiff’s lawful use of its BORN ROGUE and BORNROGUE marks. 

22. A justiciable controversy exists between Plaintiff and Defendant 

concerning Plaintiff’s lawful use of its BORN ROGUE and BORNROGUE marks. 

23. Plaintiff seeks a declaratory judgment from this Court finding and 

declaring that Plaintiff’s use of BORN ROGUE and BORNROGUE in connection 

with clothing does not constitute trademark infringement, unfair competition, 

trademark dilution, or rise to any actionable violation of Defendant’s alleged rights in 

and to the Defendant’s Marks.  

PRAYER FOR RELIEF  

 WHEREFORE, Plaintiff respectfully requests that the Court enter judgment: 

  A. In favor of Plaintiff declaring that Plaintiff’s above-referenced 

conduct, including its advertising, promotion and sale of clothing bearing the BORN 

ROGUE and BORNROGUE marks, does not constitute trademark infringement under 

Section 32(1) of the Lanham Act, 15 U.S.C. § 1114(1), trademark dilution under 

Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c), or unfair competition under 

Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a);  
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11

  B. Awarding Plaintiff its costs and attorneys’ fees in this action 

pursuant to 15 U.S.C. § 1117;  

  C. Retaining jurisdiction of this action for the purpose of enabling 

Plaintiff to apply to the Court at any time for such further orders and interpretation or 

execution of any order entered in this action, for the modification of any such order, 

for the enforcement or compliance therewith and for the punishment of any violations 

thereof; and  

  D. Awarding to Plaintiff such other and further relief to which 

Plaintiff may be entitled as a matter of law or equity, or which the Court determines is 

just and proper. 

Dated: December 16, 2009 
K&L GATES LLP
 
 
 
 
By:  /s   

 

 

Dennis M. P. Ehling, Esq. 
Attorney for Plaintiff 
RML JACKSON, LLC 
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Paul W. Sweeney, Jr., Esq. (SBN 
#112511) 
paul.sweeney@klgates.com 
Dennis M. P. Ehling, Esq. (SBN 
#168892) 
dennis.ehling@klgates.com 
Christopher J. Kondon, Esq. (SBN 
#172339) 
christopher.kondon@klgates.com 
K&L GATES LLP 
10100 Santa Monica Boulevard 
Seventh Floor 
Los Angeles, California 90067 
Telephone:  (310) 552-5000 
Facsimile:  (310) 552-5001 
 
 
Carol A. Genis, Esq.  (Pro Hac Vice 
Pending) 
carol.genis@klgates.com 
Abram I. Moore, Esq.  (Pro Hac Vice 
Pending) 
abe.moore@klgates.com 
K&L GATES LLP 
Three First National Plaza  
70 West Madison Street, Suite 3100 
Chicago, Illinois  60602-4207 
Telephone:  (312) 372-1121 
Facsimile:   (312) 827-8175 
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DEMAND FOR JURY TRIAL  

 
  Pursuant to Rule 38 of the Federal Rules of Civil Procedure, and Local Rule 38-

1, Plaintiff hereby demands a jury trial on all issues so triable.   

 

Dated: December 16, 2009 
K&L GATES LLP 
 
 
 
 
By:  /s   

 

 

Dennis M. P. Ehling, Esq. 
Attorney for Plaintiff 
RML JACKSON, LLC 
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